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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 97,195-P) 



In re Application of: 

Burg, etal. 

Serial No.: 09/901,181 

Filed: July 9, 2001 

For: Nucleic Acid Assays 

Commissioner for Patents 
P.O. Box 1 450 
Alexandria, VA 223 13-1450 

Dear Sir: 



RSCBVE) 

JUL 2 6 2004 



Examiner; TBA 
Ait Unit: 1656 



TRANSMITTAL LETTER 



1. 



2. 



in regard to the above identified application. 

We are transmitting herewith the attached: 

a) Petition to Withdrawn the Holding of Abandonment 

With respect to fees: 



a) 
a) 



It is believed that no fee is due at this time. 

Please charge any underpayment or credit any overpayment our Deposit Account 
No. 13-2490. 



CERTIFICATE OF FACSIMILE UNDER 37 CFR § 1.8: The undersigned hereby certifies that 
this Transmittal Letter and the paper, as described in paragraph 1, are being faxed to the Asst. 
Commissioner for Patents, Washington, D.C. 20231 on July 6. 2004 at 703-308-775 1. 



Date: July 6, 2004 




Respeapully submitted, 

4 

:isa Hillman, Ph.D 
Reg. No. 43,673 
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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 97,195-P) 



ECE3VED 

JUL 2 6 20G4 
Examiner: TBA ^'^-^ ra-ui^*. 
Art Unit: 1656 



In re Application of: 

Burg, et al. 

Serial No.: 09/901,181 

Filed: July 9, 2001 

For: Nucleic Acid Assays 

PETITION TO WITHDRAW THE HOLDING OF ABANDONMNET 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicants respectfully petition to withdraw the holding of abandonment issued in the 
above-mentioned application on June 1, 2004 for failure to reply to the Notice of Missing Parts 
mailed on August 6, 2001. It is believed that no fee is due in connection with this filing; 
however, if a fee is due the Commissioner is authorized to charge our deposit account number 
13-4950. 

A complete, timely reply to the Notice to File Missing Parts issued on August 6, 2001 
was filed with the USPTO on September 10, 2001. A true copy of the originally filed reply is 
attached. Also attached is a copy of a properly itemized date-stamped postcard receipt. 
Additionally, the original reply contained a certificate of mailing in compliance with 37 CFR 
1.8(a). See point number 4 of Transmittal letter dated Sept. 10, 2001. The undersigned signed 
the certificate of mailing on September 10, 2001 and attests, based on personal knowledge, that 
the response was indeed timely mailed on September 10, 2001. 

McDonnell Bochncn Hulberl & BerghofTLLP 
300 South Wacker Drive 
Chicago, 1L 60606 
(312)913-0001 
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Applicants respectfully request the withdrawal of the holding of abandonment issued in 
this application on June 6, 2001. 



Respectfully submitted, 



Date: July 6, 2004 




lman s Ph.D 
Registration No. 43,673 



McDonnell Boehnen Hulberi &. Berghoff LLP 
300 South Wackcr Drive 
Chicago. IL 60606 
(312)913-0001 
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United States Patent and Trademark Office 



UNITED STATUS UETAKTMENT OF COMMERCE 
United StJitim Patent nnri Trrtdcmnrlt Office 
MdiJrc.i COMMISSIONER TOR. PaTFNTS 
P.Cj box Mfy 



AW'MC'ATlON numbi-r 



HI.INGOR V 1(C) DATE 



first named applicant 



A'lTY, ntXKIST NO /TITLE 



09/901,131 



07/09/200 1 



97.I95-P 



AVI 2 (S 2004 CONFIRMATION NO. 6516 

ABANDONMENT/TERMINATION 



20306 

MCDONNELL BOEHNEN HULBERT & BERGHOFF LUP< s^-^" ^Oodu 
300 S. WACKER DRIVE 
32ND FLOOR 
CHICAGO, IL 60606 



' Hill 

*OC000000012825921 



Date Mailed: 06/01/2004 



NOTICE OF ABANDONMENT UNDER 37 CFR 1.53 (f) OR (g) 

The above-identified application is abandoned for failure to timely or property reply to the Notice to File Missing 
Parts (Notice) mailed on 08/06/2001.- 

• No reply was received. 

A petition to the Commissioner under 37 CFR 1 . 1 37 may be filed requesting that the application be revived. % 

Under 37 CFR 1.137(a), a petition requesting the application be revived on the grounds of UNAVOIDABLE 
DELAY must be filed promptly after the applicant becomes aware of the abandonment and such petition must be 
accompanied by: (1) an adequate showing of the cause of unavoidable delay; (2) the required reply to the above- 
identified Notice; (3) the petition fee set forth in 37 CFR 1.17(1); and (4) a terminal disclaimer if required by 37 
CFR 1.137(d). 

Under 37 CFR 1.137(b), a petition requesting the application be revived on the grounds of UNINTENTIONAL 
DELAY must be filed promptly after applicant becomes aware of the abandonment and such petition must be 
accompanied by: (1) a statement that the entire delay was unintentional; (2) the required reply to the above- 
identified Notice; (3) the petition fee set forth in 37 CFR 1.1 7(m); and (4) a terminal disclaimer if required by 37 
CFR 1.137(d). 

Any questions concerning petitions to revive should be directed to the "Office of Petitions" at (703) 305- 
9282.Petitions should be mailed to: Mail Stop Petitions, Commissioner for Patents, P.O, Box 1450, Alexandria VA 
22313-1450. 



A copy of (his notice MUST be returned with the reply. 




Initial Patent Examination Division (703) 308-1202 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 
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Notice of Abandonment 

This application iubandone^m vfew of applicant's failure to timely file a proper reply to the Office 
notice mailed on lr)— \ ~" Q_J < ~-[-- 

Petition to Withdraw the Holdm e of Abandonment 

If a complete reply to the notice was previously filed by applicant within the time period set forth 
m the nonce applicant may request for reconsideration of the holding of abandonment within 2 months 
from the mailing of this notice of abandonment by filing a petition to withdraw the holdine of 
-bandonmeDi : under 37 CFR 1. 181(a) No petition fee is required. The petition must be accompanied by 
a true copy of the originally filed reply and the item(s) identified in one of the following' 
1 . A properly itemized date-stamped postcard receipt (see MPEP § 503); 

1 ^ e ,° r o, g l nally mcd !? { y included a certificate of mailing or transmission in compliance with 37 

VCFR%Ze 01 tran ~ "* 3 Statemem " Wi * 

3. If the reply was filed via Express Mail, a submission satisfying the requirements of 37 CFR 1 10(e) 
■ mcluding, for exainplera-copy-ofmeExpressMairmailing label showing the "date-in~ ; (s~ee MPEP § 

Any petition to withdraw the holding of abandonment should be transmitted by facsimile directly to 
OIPE Customer Service at (703) 30S-775 1 . Qirectiy to 

Petition to Revive an Abandoned App lication 

If applicant did npt previously file a complete reply within the time period set forth in the notice 
applicant may file a petition to revive the application under 37 CFR 1.137. 

Under 37 CFR 1.137(a), a petition requesting the application be revived on the erounds nf 
UNAVOIDABLE DELAY mus, be filed promptly after «he applicant becomes awareof Z 
abandonment and such petition must be accompanied by: 

1 . an adequate showing of the cause of unavoidable delay; 

2. the required reply to the above-identified notice; 

3. the petition fee set forth in 37 CFR 1.1 7(i); and ' 

4. a terminal disclaimer if required by 37 CFR 1 . 1 37(d) 
See MPEP § 71 1.03(c) and Form PTO/SB/61. 

TlNTMT^f^^rrfv^ * Pf*i° n ; e q uestin S the plication be revived on the grounds of 
UNINTENTIONAL DELAY must be filed promptly after applicant becomes aware of the 
abandonment and such petition must be accompanied by: 

1 . a statement that the entire delay was unintentional; 

2. the required reply to the above-identified notice; 

3 . the petition fee set forth in 3 7 CFR 1 . 1 7(m) ; and 

4. a terminal disclaimer if required by 37 CFR 1 137(d) 
See MPEP §71 1.03(c) and Form PTO/SB/64. 

Any questions concerning petitions to revive should be directed to Office of Petitions at (703) 305-9282. 
Any questions regarding this notice should be directed to OIPE Customer Service at (703) 308-1202. 




Customer Service Center 
Initial Patent Examination Division (703) 308-1202 
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PATENT 



Examiner: TBA 
Ait Unit: 1656 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 97,1 95-P) 

In re Application of: 

Burg, et al. 
Serial No.: 09/901,181 
Filed; July 9, 2001 

For: Improved Nucleic Acid Assays 

TRANSMITTAL LETTER 

Asst. Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

In regard to the above identified application, 

1 . We are transmitting herewith the attached: 

a) Amendment and Response to Notice to File Missing Parts; 

b) Drawings (30 sheets); 

c) Request for Corrected Filing Receipt; 

d) Return postcard 

2. With respect to fees: 

No fee is required at this time. 

3. GENERAL AUTHORIZATION: Please charge any additional fees or credit overpayment to 
Deposit Account No, 1 3-2490. A duplicate copy of this sheet is enclosed. 

4. CERTIFICATE OF MAILING UNDER 37 CFR § 1.8: The undersigned hereby certifies that this 
Transmittal Letter and the paper, as described in paragraph 1, are being deposited with the 
United States Postal Service with sufficient postage as first class mail in an envelope addressed 
to the Asst. Commissioner for Patents, Washington, D.C 20231 on September 10, 2001. 



Date: September 10, 2001 




submitted, 



Hilfman 



Registration No. 43.673 



McDonnell Boehnen Hulbert &. Bcrghoff 
300 South Wacker Drive 
Chicago, IL 60606 
(312)913*0001 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Application of: 

Burg et al. 
Serial No: 09/901,181 
Filed: July 9, 2001 
For: Improved Nucleic Acid Assays 



Group Art Unit: 1656 

Examiner: TBA 

Atty Docket No.: 97-195P 



AMENDMENT AND RESPONSE TO NOTICE TO FILE MISSING PARTS 

Assistant Commissioner for Patents 
Washington, D.C 20231 



Sir: 

This paper is filed in response to the Notice to File Missing Parts mailed on 
August 6, 2001. It is believed that no fee is due in connection with this filing. However, 
if a fee is due the Commissioner is authorized to charge our Deposit Account No. 13- 
2490. Please enter, the following amendment: 
IN THE SPECIFICATION: 

Please amend the first paragraph of the application to read: 

This is a continuation of application U.S. Ser. No. 09/245,939, filed Feb. 5, 1999, 
which is a divisional application of U.S. Serial No. 08/850,171, filed May 2, 1997, now 
abandoned. 



1 
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Remarks 

The specification has been amended to provide reference to related applications. 
No new matter has been added by this amendment. A marked-up version of the 
paragraph appears in Appendix A. 
Sequence Rules Compliance 

The Office has objected to the specification as not complying with the sequence 
listing rules. Applicants traverse this objection and respectfully submit that the rejection 
is -improper. A sequence li sting is not required for the following reasons: 

1 . No claims are presented directed to nucleic acid sequences; and 

2. 37CFR 1.821 - 1.825 as amended and published as Final Rules in the Official 
Gazette, February 20, 2001, vol. 1243/No.3/Book 1 of 2, pp.241-257 mandate that these 
sections "are not mandatory" (p.242 s right column, last full paragraph) for applications 
that claim the benefit of a prior application under 35 U.S.C. 120 filed before July 1, 1998, 
and which do not add subject matter involving a sequence listing subject to 1.821-1.825 
(id., left column, Applicability Date). 

This application claims priority to and is a continuation application of Ser. No. 
09/245,939, filed Feb. 5, 1999, which is a divisional application of Serial No. 08/850,171, 
filed on May 2, 1997. Therefore, a sequence listing is not required for this application. 
Applicants respectfully request withdrawal of the requirement. 



2 
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The Drawings 

Substitute Drawing sheets are enclosed. Applicants believe that the Substitute 
Drawings comply with 37 C.F.R. 1.84. 



McDonnell Boehncn HulberT & Berghoff. 
300 South Wacker Drive 
Chicago, Illinois 60606 
Telephone: (312)913-0001 
Facsimile: (312)913-0002 



Respectfully submitted, 





Lisa M.W. Hillman 
Registration No. 43,673 



3 
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APPENDIX A 

Marked-up Version to Show Changes Made to the Specification 

This is a continuation of application U.S. Ser. No. 09/245,939, filed Feb. 5, 1999, 
which is a divisional application of U.S. Serial No, 0S/8S0.17L filed May 2, 1997, now 
abandoned. 



4 
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United States Patent and Trademark Office 



APPLICATION NUMBER 



09/901,181 



Commissioner for Patents 
United Statcs Patent and trademark Office 

V&SnlNOTDN, D.C. SO 231 

www.u5pto.gou 

1 FIL IMP/RECEIPT DATE | FIRST NAMED APPLICANT | ATTORNEY DOCKET NUMBER "| 

07/09/2001 J. Lawrence Burg 97,195-P 



20306 

MCDONNELL BOEHNEN HULBERT & BERGHOFF 
300 SOUTH WACKER DRIVE 
SUITE 3200 
CHICAGO, IL 60606 



CONFIRMATION NO. 6516 
FORMALITIES LETTER 

miiunniiH 

'OC000000006388906* 



Date Mailed: 08/06/2001 



NOTICE TO FILE CORRECTED APPLICATION PAPERS 
Filing Date Granted 



This application has been accorded an Application Number and Filing Date. The application, however, is informal 
since it does not comply with the regulations for the reason(s) indicated below. Applicant is given TWO MONTHS 
from the date of this Notice within which to correct the informalities indicated below. Extensions of time may be 
obtained by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a) 

The required item(s) identified below must be timely submitted to avoid abandonment: 



♦ Substitute drawings in compliance with 37 CFR 1 .84 because: 



■ drawing sheets do not have the appropriate margin(s) (see 37 CFR 1.84(g)). Each 
sheet must include a top margin of at least 2.5 cm. (1 inch), a left side margin of at 
least 2.5 cm. (1 inch), a right side margin of at least 1 .5 cm. ( 5/8 inch), and a bottom 
margin of at least 1 .0 cm. (3/8 inch); 

■ drawings submitted to the Office are not electronically reproducible. Drawing sheets 
must be submitted on paper which is flexible, strong, white, smooth, non-shiny, and 
durable (see 37 CFR 1 .84(e)); 



• This application clearly fails to comply with the requirements of 37 C.F.R. 1.821-1,825. Applicant's attention 
is directed to the final rulemaking notice published at 55 FR 18230 (May 1, 1990), and 1114 OG 29 (May 
15, 1990), If the effective filing date is on or after July 1, 1998, see the final rulemaking notice published at 
63 FR 29620 (June 1/1998) and 121 1 OG 82 (June 23, 1998). If the effective filing date is on or after 
September 8, 2000, see the final rulemaking notice published in the Federal Register at 65 FR 54604 
(September 8, 2000) and 1238 OG 145 (September 19, 2000). Applicant must provide an initial computer 
readable form (CRF) copy of the "Sequence Listing", an initial paper or compact disc copy of the 
"Sequence Listing", as well as an amendment directing its entry into the application. Applicant must also 
provide a statement that the content of the sequence listing information recorded in computer readable 
form is identical to the written (on paper or compact disc) sequence listing and, where applicable, includes 
no new matter, as required by 37 CFR 1.821(e), 1.821(0, 1821(g), 1.825(b), or 1, 825(d). If applicant 
desires the sequence listing in the instant application to be identical with that of another application on file 
in the U.S. Patent and Trademark Office, such request in accordance with 37 CFR 1.821(e) may be 
submitted in lieu of a new CRF. 
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For questions regarding compliance to these requirements, please contact: 



■ For Rules Interpretation, call (703) 308-4216 

■ To Purchase Patentln Software, call (703) 306-2600 

■ For Patentln Software Program Help, call (703) 306-4119 ore-mail at 
patin21help@uspto.gov or patin3help@uspto.gov 



A copy of this notice MUST he returned with the reply. 



Customer Service Center 

Initial Patent Examination Division (703) 308-1202 _ _ ... 

" PART 2 " COPY TO BE RETURNED WITH RESPONSE 
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Examiner: TBA 
Art Unit: 1656 



PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 97,195-P) 

In re Application of: 

Burg, et al. 

Serial No.: 09/901,181 

Filed: July 9, 2001 

For; Improved Nucleic Acid Assays 

REQUEST FOR CORRECTED FILING RECEIPT 

Commissioner for Patents 
Washington, D.C. 20231 
Attention: Application Processing Division 
Customer Correction Branch 

Dear Sir: 

1. Attached is a copy of the official filing receipt received from the PTO in the above- 
referenced application for which issuance of a corrected filing receipt is respectfully 
requested. 

2. There is an error with respect to the following data, which is incorrectly entered. 

Error In: 

THIS APPLICATION IS A CON OF 09/245,939 02/05/199 
Correct Data: 

THIS APPLICATION IS A CON OF 09/245,939 02/05/199, WHICH IS A 
DIVISIONAL OF 08/850,171 FILED MAY 2, 1997, NOW ABANDONED 

3. The correction is not due to any error by applicant and no fee is due. 

Respectfully submitted, 



Date: September 10, 2001 




iffy 



Lisa M.W. Hillman 
Registration No. 43,673 



McDonnell Boehnen Hulbtrt & Borghoff 
300 Soulh Wackcr Drive, 32nd Floor 
Chicago, IL 60606 
(312)913-0001 
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Commissioner for Pate*hs 
UniTSO States Patent and Traocmark Office 

W^SHINOTDN. O.C. 20231 



1 APPLICATION NUMBER \ RUNG DATE | GRP ART UNIT | FIL FES REC'D | ATTYQOCKET.NO| DRAWINGS | TOT CLAIMS | IND CLAIMS 

07/09/2001 16S6 71.0 97,1 95-P 29 18 2 



09/901,181 



20306 

MCDONNELL BOEHNEN KULBERT & BERGHOFF 
300 SOUTH WACKER DRIVE 
SUITE 3200 
CHICAGO, IL 60606 



CONFIRMATION NO. 6516 
FILING RECEIPT 



•OC000000Q06388905* 



Date Mailed; 08/06/2001 



Receipt is acknowledged of this nonprovisional Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please write tolthe Office of Initial Patent Examination's Customer 
Service Center. Please provide a copy of this Filing Receipt with the changes noted thereon. If you 
received a "Notice to File Missing Parts" for this application, please submit any corrections to this Filing 
Receipt with your reply to the Notice. When the USPT;0 processes the reply to the Notice, the USPTO will 
generate another Filing Receipt incorporating the requested corrections (if appropriate). 



Applicant(s) 



J. Lawrence Burg, Framingham, MA; 
Bryan W. Kluttz, Norwell, MA; 
Luigi Catanzariti, Doxbury, MA; 
Marcela Vera-Garcia, Framingham, MA; 
James G. Moe, Franklin, MA; 
Geoff A. McKinley, Doxbury, MA; 



Domestic Priority data as claimed by applicant | 

THIS APPLICATION IS A CON OF 09/245,939 02/05/1999 -> w ^ « 

Foreign Applications 



If Required, Foreign Filing License Granted 08/03/2001 

Projected Publication Date: To Be Determined - pending completion of Corrected Papeirs 
Non-Publication Request: No 



Early Publication Request: No 
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Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 
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m „ c c 184 If the Phrase "IF REQUIRED, FOREIGN FILING 
The applicant has been granted a license under „5 u.s c w, , « in £ ■ ued ln all applications where 

KeNSE GRANTED" followed by a date appears on th ^j^* ^JJJ 0 a r not a lice nse may be required as 
L conditions for issuance of a "^nse have been ^ foftn in 37 CFR 5.15(a) unless an earlier 

set forth in 37 CFR 5.15. The ^^^^f^^S^L^ vocation upon written not.ficat.on The 

sstts sass: asss Mar: ^ — * ** ~» - - n granted 

under 37 CFR 5.1 3 or 5. 14. 

1 53(d). This license is not retroactive. 

The 9 ,ant - • licensedcesno, * -V way S U,. res S «» J^^-J^^rSE 
matter as Imposed by any Government <?>^" SSJ^tZSn apprise themselves of current regulars 
national security or the export of ^^'^.^^'SScula" the Office of Defense Trade Controls, 
especially with respect to certain countnes, of other >9? n °f»' P a ™ cu A ^ War m CFR 121-128) ; the Office of 
3£nL of State (wim respect <o A gSj^.^SSSV*. °«<* °< <=«-«» *~" C 0 """"' 

tyftT ^RANTED . 

No .cense under » U.S.C. 134 has Peen granted a, ^Z^X"^^^ 

PLEASE NOTE the following information about the Filing Receipt: 

„■ , ,h « -a - -an" and "the" are not included as the first words in the title of an application. 

. The words "r.ew." -improved," "™f '»«"»" , » ° r „. re '" "! a new idea or improvement. 

. The docket number allows a maximum of 25 ^ w be tne " date in " found on the 

• sjsssto a corrected Fi,ing Recei * 

along with a copy of the Express Mail label showmg the date .n. 

• The title is recorded in sentence case. 

Any corrects that may need to be done to your Fi«ng Receipt should be directed to: 



Assistant Commissioner for Patents 
Office of Initial Patent Examination 
Customer Service Center 
Washington, DC 20231 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□KBLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 
□'BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: . 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



